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Overview
(1) How Goods are Protected 

• Patents
• Copyrights
• Trademarks – Trade Dress
• Contractually

(2) Potential Infringement for Selling Other 
Party’s Goods

• Distributor Liability - Vicarious and Contributory 
Infringement

• Internet Enforcement – Ebay and Alibaba
• Trade show infringement



Defining the Problem
What is a Counterfeit Good?

– Knock off of lesser value
– Grade “A” infringement

What is a Gray Market Good?
– Legitimate products that make their way into 

unauthorized channels
– There is no likelihood of confusion because it is a 

legitimate product



Protecting Products With 
Patents

♦ Patents must be Registered
♦ Duration of Protection



Protecting Products With
Copyrights

Copyright Protection may extend to:
– Chips and embedded software
– elements of the product design
– packaging or labels
– catalogs and brochures

Statutory Damages and Attorneys fees



Original?
Fanciful?



Protecting Products With 
Trademarks

What is a Trademark?
– Trademarks act as source identifiers
– Examples

• A company name
• The name of a product (including part numbers)
• The shape or design of a product



Example:  Company Name and
Product Names



Protecting Products With 
Trademarks

Trade Dress
– Design and color of product may also be 

protected
– Will not extend to functional aspects

• Sleek Craft case – black found to be 
functional

• Owings Corning – pink color was not 
functional





Colors 
may not 
be 
functional



Protecting Products With 
Trademarks

Part Numbers can be Protected as a 
Trademark
– Must be non-descriptive and function as a 

trademark



Effective License Agreements

♦ Obtain warranties of non-infringement
♦ Obtain indemnities 
♦ You can be on notice if the deal is too 

good
♦ Withhold some payment if possible



Effective License Agreements

♦ Never allow your supplier to register 
trademark
– Goodyear

♦ Be named as an insured party



Part II:
Potential Infringement for Selling Other 

Party’s Goods



Potential Liability

♦ Distributor Liability
♦ Via the Internet

– Liability For Selling Your Company Web Site
– Liability For Selling on Internet Auction Sites 

(eBay and Alibaba)
♦ Trade Shows



Distributor Liability

• Distributor can be held liable for selling 
infringing or counterfeit product
• If it looks too good it probably is (inquiry notice)
• Can be held criminally liable 
• Can also be sued for personal injury if you know 

or had reason to know it was infringing
• Direct Infringement 

• Strict liability for copyright infringement
• Knowledge is required for trademark infringement



Vicarious Infringement

• There must be a direct copyright or trademark 
infringement (copyright is easier)

• The distributor has the ability to control and supervise 
the infringement

• You were financially benefiting from the infringement
• Financial partnership is required for vicarious 

trademark infringement



Contributory Infringement 

♦ Must show there was a copyright or 
trademark infringement

♦ Distributor must have know (or had reason to 
know) of the infringement 
– Notice letters?  Raid?  Visits by investigators?

♦ Contributed to the infringement by failing to 
stop it



Distributor Liability - the Internet

Distributor can be held liable for 
infringement for selling infringing or 
counterfeit products on their Website
– Direct liability
– Vicarious Liability
– Contributory Liability



Direct Infringement?





What Can You Do?

♦ Ask for permission
♦ Notice letter with response date
♦ Negotiate a license
♦ Include a notice and take down 

provision on your web site



Internet Auctions

Trademark Infringement
♦ Using other parties marks to draw 

attention to your products may not be 
permitted

Counterfeit Goods
♦ Counterfeit goods may not be sold via 

auctions on eBay or Alibaba



Trademark Infringement





Counterfeit Goods?

Counterfeit?



How do you 
know if 
legitimate?





Infringement at Trade Shows

Exhibitor liability at Trade Shows
• Remove product from exhibit if alerted to 

infringement
• Trade show may shut down your booth if 

you are distributing infringing goods since 
normally permitted in the exhibitor 
agreement

• Can be held liable for vicarious or 
contributory infringement



How To Protect Yourself

♦ Agreements with your suppliers 
– Indemnities
– IP warranties

♦ Educate Yourself 
♦ Act when notified of an infringement



Questions?
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